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DETAILED ACTION 
Information Disclosure Statement 

1. The references JP 06-220254, JP 09-249716, and JP 07-090123 were submitted 
twice on the IDS; the extra have been crossed out. 

The reference JP 3294903 entitled "NC DATA EXECUTING SYSTEM" has not 
been considered because it does not appear relevant to the present application which 
concerns tire treads. 

Specification 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: "Epoxidized or graft-copolymerized natural 
rubber composition for tire tread and pneumatic tire using the same". 

3. The abstract of the disclosure is objected to because it exceeds one paragraph in 

length. Examiner suggests combining the two into a single paragraph. Correction is 

required. See MPEP § 608.01(b). 

Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 
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The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 



Claim Objections 

4. Claim 4 is objected to because of the following informalities: The use of 
parentheses is improper. 

Appropriate correction is required. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed, Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Two (2) obviousness-type double patenting rejections are set forth below. 
Double Patenting, I 
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5. Claims 1-5 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-8 of copending Application 
No. 10/842,515 (published as 2004/0266937). Although the conflicting claims are not 
identical, they are not patentably distinct from each other for the reasons set forth 
below. 

The claims of Application 10/842,515 disclose a rubber composition for a tread . 
comprising 5 to 150 parts by weight of silica having nitrogen-adsorbing specific surface 
area of 100 to 300 m 2 /g and/or carbon black having nitrogen-adsorbing specific surface 
area of 70 to 300 m 2 /g, based on 100 parts of a rubber component containing 5 to 100% 
by weight of a modified epoxidized natural rubber obtained by reacting epoxidized 
natural rubber with a compound selected from the group consisting of a Lewis acid, an 
amine compound, a thiol compound, an amide compound and an imidazole compound 
to conduct ring opening of an epoxy group. The rubber composition further contains a 
silane coupling agent is contained in an amount of at most 20% by weight based on 
silica and has same formula as the currently claimed. Anther embodiment is wherein the 
protein content of the modified epoxidized natural rubber is at most 0.1% by weight 
converted to nitrogen content. 

The present claims refer to epoxidized rubber while the claims of Application 
10/842,515 refer to epoxidized rubber obtained by reacting rubber with a Lewis acid, 
etc. However, it would have been obvious to one of ordinary skill in the art that the 
epoxidized rubber that is obtained in the claims of Application 10/842,515 is a more 
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specific type of epoxidized rubber broadly disclosed in the present claims and thus falls 
within the scope of the present claims. 

This is a provisional obviousness-type double patenting rejection because the 
. conflicting claims have not in fact been patented. 

Double Patenting, II 

6. Claims 1 , 2, and 5 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-6 of copending 
Application No. 11/060,772 (published as US 2005/0209390). Although the conflicting 
claims are not identical, they are not patentably distinct from each other for the reasons 
set forth below. 

The claims of Application 1 1/060,772 disclose a rubber composition for a tire 
tread comprising 5 to 150 parts by weight of silica having nitrogen-adsorbing specific 
surface area of 100 to 300 m 2 /g based on 100 parts of a rubber component containing 5 
to 100% by weight of an epoxidized natural rubber, and 1 to 20 parts by weight of a 
silane coupling agent and 0.1 to 20 parts by weight of an anionic surfactant based on 
100 parts by weight of said silica. 

The difference between the claims of Application 11/060,772 and the current 
claims is that the claims of Application 11/060,772 further contain an anionic surfactant. 
However, since the composition in the current claims is open to other components 
(through the use of the open-ended "comprising"), the composition of Application 
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1 1/060,772 falls within the scope of the currently claimed composition and therefore 
they are not patentably distinct from each other. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-5 are rejected under 35 U.S.C. 1 12, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 

In claim 1 it is unclear whether the limitation of an NSA of 100-300 applies to 
both the carbon black and silica or only the silica. Page 14 of the specification seems to 
indicate that only the silica has an NSA of 100-300, however, since page 13 also gives 
NSA for carbon black in the range of 100-300 (but not that exact range) it is still unclear 
to examiner. Examiner has assumed that the limitation is only for carbon black. 

In claim 3 it is unclear whether the "natural rubber" is referring to the epoxidized 
natural rubber, graft-copolymerized natural rubber, or the possible mixture of both. In 
claims 3 it is also unclear if the natural rubber contains at most 0.10% of the protein or 
has a nitrogen content of at most 0.10%. 

Claims 2 and 4-5 are rejected under 35 U.S.C. 112, second paragraph, as being 
dependent upon a rejected base claim. 
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Claim Rejections - 35 (JSC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1, 2, 4, and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sandstrom et al (US 5,489,628). 

Sandstrom discloses a tire tread for a pneumatic tire that contains 1.0 to 15 parts 
epoxidized natural rubber (col 1, lines 41-67). Silica with a BET surface area measured 
using nitrogen gas is usually 50 to 300 m 2 /g (col 4 line 54 to col 5 line 39), 
Representative coupling agents are bis-(3-triethoxysilylpropyl)tetrasulfide and bis-(3- 
trimethoxysilylpropyl)tetrasulfide (which meet the requirements set forth in Formula 1 of 
the current claims) (col 5 line 40 to col 6 Iine10). The coupling agent ranges from about 
1 to 5 parts by weight of rubber (col 6, lines 8-10), which is analogous to the claimed 
amount of 1 to 20% by weight of silica. Representative reinforcing agents include 
carbon black, which is typically added from about 5 to 100 parts by weight (col 6, lines 
1 1-26). The examples show formulations that include the epoxidized natural rubber, 
carbon black, silica, and organosilane coupling agent. 

Therefore, Sandstrom anticipates the cited claims. 

9. Claims 1 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Terakawa et al (US 5,569,690). 



Application/Control Number: 10/726,560 Page 8, 

Art Unit: 1714 

Terakawa discloses a rubber composition for use as tread on a tire (abstract) that 
comprises an epoxidized natural rubber (col 2, line 53 to col 3, line 33) and 20 to 150 
parts carbon black with NSA of 50 to 250 m 2 /g (col 4, lines 13-31). The examples show 
that the epoxidized natural rubber are contained in at least 5% (Table 3, 6, 9; col 8, lines 
1-10). 

Therefore, Terakawa anticipates the cited present claims. 

10. Claims 1 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Blytheetal (US 5,1 15,021). 

Blythe discloses a tread for pneumatic tires which comprises a natural rubber 
graft copolymerized with a polymer of an unsaturated compound and is present in the 
range of 5 to 60 parts (col 1, lines 28-57; col 2, lines 6-32; col 5, lines 28-40). MG 30 
and MG 49 are graft copolymers obtained by graft polymerizing methyl methacrylate in 
natural rubber latex, and are contained in the examples in addition to N375 carbon 
black (col 2 line 55 to col 4 line 10). 

Therefore, Blythe anticipates the cited claims. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 



12. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sandstrom et al (US 5,489,628) or Terakawa et al (US 5,569,690) or Blythe et al (US 
5,115,021) in view of Tanaka et al (US 6,239,253). 

The discussion with respect to Sandstrom, Terakawa, and Blythe in paragraphs 
8-10 above is incorporated herein by reference. 

The above references do not expressly disclose that the protein in the rubber has 
a nitrogen content of less than 0.10%. 

Tanaka discloses a deproteinized natural rubber characterized in that the 
proteins have been eliminated to a level of a nitrogen content of less than 0.02% (col 4, 
lines 31-36). The deproteinized natural rubber has good electrical insulation properties, 
small energy loses, and is excellent in processing characteristics, mechanical 
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properities, and appearance (col 3, lines 59-65). The rubber can be used in various 
fields such as an automobile tire (col 1 1 , lines 37-42). The rubber can be blended with 
other components commonly employed in conventional rubber compositions (col 1 1 , 
lines 43-46). Examples of such components include crosslinking agents, vulcanization 
accelerators, metal oxides, fatty acids, and reinforcing agents such as carbon black (col 
11, lines 47-58). 

It would have been obvious to one of ordinary skill in the art to use deproteinized 
rubber in the formulations of Sandstrom, Terakawa, and Blythe because of the benefits 
disclosed by Tanaka as listed above, such as excellent processing characteristics. 
Tanaka discloses that the deproteinized rubber can be used in tire compositions and 
may be combined with carbon black and other components common in the production 
of tires and therefore it is reasonable to expect success in deproteinizing the rubber in 
the compositions of Sandstrom, Terakawa, and Blythe. 

1 3. Claims 1-5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over JP 
06-329702 (the abstract and machine translation from JPO for JP 06-329702 are used 
as the reference hereafter) in view of Sandstrom et al (US 5,489,628). 

JP '702 discloses a deproteinized natural rubber composition for industrial goods 
such as tires (para 1-2). The natural rubber is graft polymerized with an organic 
compound having an unsaturated bond or is epoxidized natural rubber (para 10, 17-22). 
The protein is deproteinized to 0.10% or less (para 10). 
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Although JP '702 discloses that the deproteinized natural rubber can be used in 
such applications as tires, JP '702 give no formulations for treads but instead further 
discusses the rubber in latex glove applications. 

The discussion with respect to Sandstrom in paragraph 8 above is incorporated 
herein by reference. 

It would have been obvious to one of ordinary skill in the art to use the 
components commonly employed in conventional tire rubber compositions, such as 
those in Sandstrom, in order to successfully make tire tread from the rubber disclosed in 
JP '702, since JP '702 does not give specifics on tire making, but only mentions that it is 
possible and further discloses the same types of rubber used in Sandstrom (epoxidized 
natural rubbers). 

14. Claims 1, 3, and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over JP 06-329702 (the abstract and machine translation from JPO for JP 06-329702 
are used as the reference hereafter) in view of Terakawa et al (US 5,569,690) or Blythe 
etal (US 5,115,021). 

JP '702 discloses a deproteinized natural rubber composition for industrial goods 
such as tires (para 1-2). The natural rubber is graft polymerized with an organic 
compound having an unsaturated bond or is epoxidized natural rubber (para 10, 17-22). 
The protein is deproteinized to 0.10% or less (para 10). 
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Although JP 702 discloses that the deproteinized natural rubber can be used in 
such applications as tires, JP 702 give no formulations for treads but instead further 
discusses the rubber in latex glove applications. 

The discussion with respect to Terakawa and Blythe in paragraphs 9-10 above is 
incorporated herein by reference. 

It would have been obvious to one of ordinary skill in the art to use the 
components commonly employed in conventional tire rubber compositions, such as 
those in Terakawa and Blythe, in order to successfully make tire tread from the rubber 
disclosed in JP 702, since JP 702 does not give specifics on tire making, but only 
mentions that it is possible and further discloses the same types of rubber used in 
Terakawa and Blythe (epoxidized or graft copolymerized natural rubbers). 

Conclusion 

15. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

US 2004/0226643 discloses epoxidized natural rubber with phyllosilicate filler. 

US 2002/0040086 discloses a tire tread comprising natural rubber with silica 
(NSA 100-300 m 2 /g) and carbon black. 

US 6,797,783 discloses a deproteinized natural rubber with less than 0.1% 
nitrogen content. 
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16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sandra K. Poulos whose telephone number is (571) 

272- 6428. The examiner can normally be reached on M-F 7:30-4:30 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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